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DETAILED ACTION 

Claim Objections 

1 . Claim 15 is objected to under 37 CFR 1 .75(a), which states that the specification 
must conclude with a claim particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention or discovery. Applicant is required 
to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper form. In 
order to construe the same interpretation as previously directed before the amendment, 
the examiner assumes that the terminal is instructing and the printing section executing. 
In order to reduce any possibility over the ambiguity of whether the network may now be 
construed to perform these actions, the examiner suggests rewriting the claim 
limitations previously-referred in such a fashion: "a terminal connected to a network; the 
terminal for instructing" and "a printing section connected to the network; the printing 
section for executing printing." 

Claim Rejections ■ 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 1, 7, 8 14 and 15 is rejected under 35 U.S.C. 102(b) as being anticipated 
by Hamilton (US Patent 5715381). 

Regarding claim 1 , Hamilton discloses an image forming apparatus, comprising: 
a template determination section for, upon reception of a job including a file to be 
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printed, determining whether or not the job contains a template which indicates 
that a plurality of files are to be merged; a job holding section for making the job stored 
in a storage section when it is determined by the template determination section that the 
job contains the template; a template analysis section for analyzing based on the 
template whether or not all jobs containing files to be merged are stored in the storage 
section; and a control section for exerting control based on the template so as to merge 
and print the files contained in all the jobs when it is determined by the template 
analysis section that all the jobs are stored in the storage section. Hamilton describes 
the printing controller, which reads on claimed template determination section; 
containing a multitude of packages. Packages contain jobs and it is well known in the 
art for jobs to direct a print process, which reads on job including a file to be printed; as 
disclosed at column 10, lines 3-4 and 8-9. Hamilton discloses that the jobs for printing 
may come from numerous sources, which reads on claimed reception; as disclosed in 
figure 10 and for example, column 9, lines 14-15. Properties of the package can be 
found by selecting "show package ticket" from a user interface, as disclosed at column 
10, lines 23-25. The display will tell what properties have been determined, including 
options of embedded document first page merge item and embedded document last 
page merge item, which reads on claimed determining whether or not the job contains a 
template which indicated that a plurality of files are to be merged, as disclosed at 
column 11, lines 9-16. Hamilton discloses a local memory in the controller that may 
store packages and their contents, which includes jobs, which reads on claimed job 
holding section; as disclosed at column 1 1 , lines 28-30. Hamilton also discloses that it 
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well known that jobs that are transferred and interpreted by a network printer, called 
decomposing jobs, store the jobs for output, which reads on claimed storing the job in a 
storage section when it is determined by the template determination section that the job 
contains the template; as disclosed at column 9, lines 16-25 and 32-35. Hamilton 
discloses that the jobs are stored for output and transferred to a print queue when ready 
for printing, as disclosed at column 9, lines 32-35. Hamilton discloses that embedded 
documents of a the network printer may be stored remotely, however, Hamilton 
provides a retrieve remote documents command for the purpose of retrieving one or 
more documents from a remote source to complete the package for purposes of printing 
the same at the local printer, as disclosed at column 12, lines 21-26. Hamilton 
discloses that when the user is ready to print, they copy the package to the printer 
queue for printing, as disclosed above. Hamilton discloses that when the destination is 
the printer queue, then a check is performed to determine if all of the jobs in the 
package to be copied are resident at the printing system. If all of the jobs are not 
resident, then a warning message is shown saying that not all jobs are local, as 
disclosed at column 15, lines 22-26. When all jobs for merging within a package are 
sent to the printer queue as above, this disclosure reads on claimed template analysis 
section for analyzing based on the template whether or not all jobs containing files to be 
merged are stored in the storage section. Hamilton discloses in figure 29, that when the 
jobs are all resident, flow proceeds down to 352, where formatting and printing occurs, 
which reads on a control section for exerting control based on the template so as to 
merge and print the files contained in all the jobs when it is determined by the template 
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analysis section that all the jobs are stored in the storage section. Hamilton discloses 
that printing goes job-by-job by a printing count when appropriate, disclosed in figure 29 
and 31 , and notes that when each job is attended to, the attendant image data and 
instructions are read, as disclosed at column 15, lines 45-47. An example of such 
instructions that may disclose finishing instructions is different bitmaps respectively 
positioned on the firs and/or last pages of a plurality of jobs in a package, which reads 
on claimed merge; as disclosed at column 18, lines 10-12. 

Regarding claim 7, Hamilton disclosed everything as applied above for claim 1. 
Hamilton discloses that the jobs for printing may come from numerous sources, which 
reads on claimed reception; as disclosed in figure 10 and for example, column 9, lines 
14-15. This reads on claimed communication section for receiving jobs containing files 
to be printed via a network. 

Regarding claim 8, claim 8 is rejected for the same reasoning as claim 1. 
Changing a claim from an apparatus to a method does not make that claim patentably 
distinct. 

Regarding claim 14, claim 14 is rejected for the same reasoning as applied in 
claim 7. Changing from an apparatus to a method in a claim does not make the claim 
patentably distinct. 

Regarding claim 15, claim 15 is rejected under many of the same reasoning as 
applied for claim 1 , nay a few distinctions. Based on the previous disclosures of jobs 
being able to be sent over a network, network printing systems decomposing the jobs, 
and printing the jobs, this reads on claimed a terminal connected to a network for 
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instructing a job containing a file to be printed and a printing section connected to the 
network for executing printing in response to an instruction or control. Hamilton 
discloses that the jobs for printing may come from numerous sources, which reads on 
claimed reception; as disclosed in figure 10 and for example, column 9, lines 14-15. 
This reads on claimed communication section for receiving jobs containing files to be 
printed via a network. Figure 10 points of the printing system's controller connected to a 
network, I/O apparatuses that may transfer jobs, and a printer. Any reference of 
network connection in the claim is thus read upon by the discussion above. The 
following paragraphs of the claim are rejected upon the disclosures of claim 1 in 
addition with the discussion and disclosures above. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2-4 and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamilton in view of Dimperio et al. (US Patent 6965445), hereinafter referred to as 
Dimperio. 

Regarding claim 2, Hamilton discloses everything as applied above for claim 1. 
However, Hamilton fails to disclose the template contained in a job name. However, the 
examiner maintains that it was well known in the art to provide the template contained in 
a job name, as taught by Dimperio. 
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In a similar field of endeavor, Dimperio discloses systems and methods of 
automating job ticketing in printing, copying, or imaging devices. In addition, Dimperio 
discloses the use of file names that contain an embedded text and/or numerical string in 
order to correspond to a job ticket and outputting a document based on the job ticket 
instructions, which reads on claimed template; located in the file name, which reads on 
claimed job name; as disclosed in the claims. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Hamilton by specifically providing the template 
contained in a job name, as taught by Dimperio, for the purpose of containing job 
instructions in a file name. Merging, as disclosed in the Hamilton reference, is a well- 
known job instruction. 

Regarding claim 3, Hamilton discloses everything as applied above for claim 1. 
However, Hamilton fails to disclose the template as serial numbers set for over a 
plurality of the files. However, the examiner maintains that it was well known in the art 
to provide the template as serial numbers set for over a plurality of the files, as taught 
by Dimperio. 

In a similar field of endeavor, Dimperio discloses systems and methods of 
automating job ticketing in printing, copying, or imaging devices. In addition, Dimperio 
discloses parameters, which reads on claimed template; of a job ticket defined as 
numerical values, which reads on claimed serial numbers; as disclosed in column 5, 
lines 4-8. One example of a possible parameter is page numbering, which reads on 
claimed set for over a plurality of pages; as disclosed at column 6, lines 40-41 . 
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However, Dimperio discloses that any parameter may be described, as disclosed at 
column 6, 38-41. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Hamilton by specifically providing the template as 
serial numbers set for over a plurality of the files, as taught by Dimperio, for the 
purpose of conveying templates in short codes. 

Regarding claim 4, Hamilton and Dimperio disclose everything as applied above 
for claim 2. Dimperio disclosed above the use of strings, which read on claimed 
symbols; to convey different instructions to a printing system. Hamilton disclosed above 
that when a job is received at a printer, the printer instructs local storage for printing. 
Hamilton also disclosed above instructions for copying the jobs in a package to a print 
queue for printing. Both of these instructions are control commands that may be 
replicated. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Hamilton by specifically providing the 
template composed of a pair of a first symbol indicating that a file contained in one job is 
temporarily stored in the storage section and a second symbol indicating that the files 
temporarily stored in the storage section are merged and printed, as taught by 
Dimperio, for the purpose of controlling a print system by file name instructions. 

Regarding claim 9, claim 9 is rejected for the same reasoning as applied in claim 
2. The method is inherent from an apparatus, thus does not make the claim patentably 
distinct. 



Application/Control Number: 10/805,229 Page 9 

Art Unit: 2625 

Regarding claim 10, claim 10 is rejected for the same reasoning as applied in 
claim 3. The method is inherent from an apparatus, thus does not make the claim 
patentably distinct. 

Regarding claim 1 1 , claim 1 1 is rejected for the same reasoning as applied in 
claim 4. The method is inherent from an apparatus, thus does not make the claim 
patentably distinct. 

5. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamilton in view of well known prior art (MPEP 2144.03). 

Regarding claim 5, Hamilton discloses everything claimed, as applied above (see 
claim 1); however, Hamilton fails to specifically disclose jobs containing all of the 
finishing techniques specified in claim 5. However, the examiner takes official notice of 
the fact that it was well known in the art to provide jobs containing all of the finishing 
techniques specified in claim 5, including specific print processing instructions such as 
double-sided printing, intensive printing, stapling or punching. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Hamilton by specifically providing jobs containing 
all of the finishing techniques specified in claim 5, including specific print processing 
instructions such as double-sided printing, intensive printing, stapling or punching, for 
the purpose of being just other examples of job instructions of finishing techniques that 
may be actuated by the printing system of Hamilton. 
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Regarding claim 12, claim 12 is rejected for the same reasoning as 
applied in claim 5. The method is inherent from an apparatus, thus does not make the 
claim patentably distinct. 

6. Claims 6 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Hamilton in view of Dampiero and further in view of Suzuki. 

Regarding claim 6, Hamilton and Dampiero disclose everything as applied above in 
claim 4. Dampiero and Hamilton disclosed above the use of a symbol to instruct 
printing of temporarily-stored files. However, Hamilton and Dampiero fail to disclose 
printing based on the last of a list of jobs. However, the examiner maintains that it 
was well known in the art to provide printing based on the last of a list of jobs, as 
taught by Suzuki (US Patent 5878196). 

In a similar field of endeavor, Suzuki discloses a printer controller system. In 
addition, Suzuki discloses a job waiting in a reception waiting queue. When a job is 
received that contains the last of necessary documents for the job in the reception 
waiting queue, the waiting job is transferred to the printer queue for printing as disclosed 
at column 6, lines 7-11. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Hamilton and Dampiero by specifically providing 
printing based on the last of a list of jobs, as taught by Suzuki, for the purpose of 
allowing full completion of an interrupted job or package. 
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As disclosed previously, a symbol can be used to instruct any set of instructions 
for a printing system, including the instruction of transferring associated files in 
associated jobs from one queue to another for printing. Hamilton discloses packages 
containing multiple jobs which contain multiple files. This idea of allowing full 
completion of an interrupted job or package could be transferred to the Hamilton 
scenario of transferring a package of jobs from the local storage to the printer queue 
once the last document of the last job has been locally stored with the symbol 
associated with the last document as previously mentioned that would direct the 
transfer. This idea and disclosure would reads on claimed printing of all the jobs is 
executed in compliance with a specific print processing instruction contained in a last 
received job among all the jobs. 

Regarding claim 13, claim 13 is rejected for the same reasoning as 
applied in claim 6. The method is inherent from an apparatus, thus does not make the 
claim patentably distinct. 

Response to Arguments 

1 . Applicant's arguments filed 2/19/2008 have been fully considered but they are 
not persuasive. 

Regarding claim 1 , the applicant claims that Hamilton does not specifically teach 
that a job is stored in a storage section when it is determined by the template 
determination section that the job contains the template. However, the disclosure 
provided for claim 1 discloses that Hamilton discloses that it was well known that jobs 
are transferred and interpreted by a network printer, called decomposing jobs, and store 
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the jobs for output in a job file, which reads on claimed making the job stored in a 
storage section when it is determined by the template determination section that the job 
contains the template; as disclosed at column 9, lines 16-25 and 32-35. The process of 
decomposing the jobs would realize that there is a template with instructions according 
to the data (see col. 1 , lines 27-31 of Hamilton for additional reference) in order to 
create the job file. Thus, if information submitted to the printing system is determined to 
contain the template (instructions), then of course, as the procedure disclosed goes, the 
information would be stored for output in a job file, which is well known to contain the 
relevant "template" information; thus, necessitating that the template would have been 
determined to exist (or not) with the data transmitted to the printing system. The 
applicant does not claim that storage occurs "only when" it is determined that the job 
contains the template, but rather, that when it is determined that the job contains the 
template, i.e. when the job-related instructions and image data are captured, 
decomposed, and stored as a job file (which are known to contain data and instructions 
(which would contain the template (the information signifying merging)), the job is 
stored. 

Regarding claim 2, the applicant claims a lack of motivation due to the fact that 
Hamilton already achieves the same result of Dimperio. The examiner respectfully 
disagrees. The examiner recites a purpose for combination of being able to contain job 
instructions in a file name, which was well known to those of ordinary skill in the art 
according to the Dimperio reference, and provides for the reduction of error and time 
consumption in job creation (Dimperio, col. 2, lines 15-21). Additional support for the 



Application/Control Number: 10/805,229 Page 13 

Art Unit: 2625 

connection, compatibility, and motivation between the reference may be found in the 
fact that the two references are of the same assignee (Xerox) and provide similar 
reference figures. Hamilton discloses the network printing system in fig. 1 that Dimperio 
bases his invention off as well, shown in fig. 2. The applicant claims that the addition of 
a "package" precludes the ability of Hamilton to be motivated with job creation and the 
advantages that go along with the addition of Dimperio's instructions in the file name 
improvement to the printing system commonly discussed above. However, the package 
is merely a "job" structure in itself that may act upon a collection of jobs, just as a job 
may act upon a collection of material. A job that is contained in a package may have its 
own merge instruction as well (as this is well known in the art, similar to other job 
specific instructions that may be reproduced for "package" job instructions). In addition, 
Hamilton specifically discloses job creation, such as in the manner of programming job 
instructions. Some job instructions are created offsite of the network printing system 
and sent over the network for the printing, and still others are programmed there at the 
network printing system. The common system of Hamilton and Dimperio disclose a job 
programming application such as Paper Ul to program job instructions (Hamilton col. 9, 
lines 47-49, Dimperio col. 3, lines 1-15). In addition, a nearly exact replica of the job 
programming interface is found in both Hamilton (fig. 9) and Dimperio (Fig. 1), showing 
that they both would have similar concern with reduction in time and error that may be 
provided by the use of file name instruction provided by Dimperio instead of the manual 
entry of job programming instructions through the interface mentioned. Dimperio 
disclosed that the user had to program different parameters (such as a merge function 
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shown in the figures) and enter different inputs for each job created, or programmed. 
This repetition by a user could lead to natural human error and of course, time 
consumption. The use of having the job instructions contained in a file name would 
automate the job creation process by locating previously created, proven, and 
repeatable available job instructions. Since both inventors are concerned with at least a 
similar system and similar job creation interface (both seen from the reference figures), 
and due to the improvement that providing job instructions in a file name is well known 
to provide, it is evident that motivation would exist. 

Conclusion 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM C. STOREY whose telephone number is 
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(571)270-3576. The examiner can normally be reached on Monday - Friday Eastern 
Standard Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Y. Poon can be reached on (571) 272-7440. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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